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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE BEFORE THE 
TRADEMARK TRIAL AND APPEAL BOARD 

Ganz,

Opposer, 

v. 

SJM Partners, Inc., 

Applicant. 

Opposition No. 91229200 (parent) 
Opposition No. 91232397 

APPLICANT’S CROSS-MOTION FOR SUMMARY JUDGMENT AND 
OPPOSITION TO OPPOSER’S MOTION FOR PARTIAL SUMMARY JUDGMENT 

Applicant SJM Partners, Inc. agrees with Opposer Ganz that the Coexistence 

Agreement between Ganz and SJM’s predecessor in interest Steven Silvers disposes of the 

issues in this matter.  But far from providing a basis for refusing the two trademark applications 

at issue here, the Coexistence Agreement estops Ganz from opposing them, because the 

agreement permits SJM to use the GOOGLES mark on the goods and services those 

applications claim.  SJM therefore cross-moves for summary judgment and asks the Board to 

dismiss these oppositions in their entirety based on contractual estoppel.  That estoppel 

disposes of all grounds of opposition raised by Ganz, confirming that SJM’s applications do not 

create a likelihood of confusion (Claim I of the Notice of Opposition), and showing that there is 

neither an “anticipated breach of contract” (Claim II), nor any statement material to 

registrability on which to base a fraud claim (Claim III).  The fraud claim also fails for lack of 

proof of other elements of fraud. 

I. FACTUAL BACKGROUND AND UNDISPUTED FACTS  

A. The Coexistence Agreement 

The Coexistence Agreement arose from conflicting applications to register GOOGLES 

for plush toys.  In September 1998 either Steven Silvers or his company Googles Children’s 
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Workshop, Inc. (“GCW”) filed an intent-to-use application, Serial No. 75/547,007, to register 

the following GOOGLES and Design Mark for “plush toy figurines, plastic toy figurines.” 

Opposer’s Mot. for Partial Summ. J. (“Mot.”) Ex. E.  A month later, Ganz applied to register 

GOOGLES in connection with plush toys.  Notice of Opposition ¶ 10. 

After Silvers’ application was published, Ganz started an opposition, No. 91117035.  

Ganz and Silvers settled it with the Coexistence Agreement, effective March 6, 2001, the date 

Ganz executed it.  Mot. Ex. A (hereinafter “Coexistence Agm.”) at 5-6.  The terms of the 

Coexistence Agreement are discussed in Section II below.  SJM was not aware of the 

Coexistence Agreement until it received a copy from Ganz in June 2016.  Decl. of Stephen J. 

Garchik on Cross-Mot. for Summ. J. ¶10.  

B. SJM’s Rights in GOOGLES 

The rights of SJM and its predecessors in the GOOGLES mark date back to at least as 

early as 1996, when GCW published Silvers’ book Googles and the Planet of Goo.  Decl. of 

Stuart R. Dunwoody in Supp. of Opposer’s Cross-Mot. for Summ. J. Ex. A.  GCW obtained 

U.S. Trademark Reg. No. 2,087,590 for the above GOOGLES and Design Mark for children’s 

books in August 1997, and sold the Googles book on its website, www.googles.com.  

Dunwoody Decl. Exs. B and C.  GCW later assigned its rights in the GOOGLES mark and 

<googles.com> domain to Silvers.  Id. Ex. D. 

By late 2000, Silvers had expanded his use of GOOGLES, using it as a word mark in 

connection with education and entertainment services on www.googles.com and on the website 

of his licensee Aurora Productions, www.funwithscience.com (a link on www.googles.com

redirected visitors to www.funwithscience.com).  By no later than April 18, 2001, the 
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www.funwithscience.com site offered a cartoon and recorded music under the GOOGLES 

word mark.  Id. ¶ 4 and Ex. C (archived web page dated April 18, 2001). 

Silvers then granted an exclusive license to Stelor Productions, Inc. to use the 

GOOGLES mark and the www.googles.com site.  Garchik Decl. ¶ 6.  At least as early as 2002, 

Stelor Productions was offering online educational and entertainment services for children on 

www.googles.com.  Garchik Decl. ¶ 8 and Ex. A . 

Silvers also sought additional GOOGLES registrations, applying in May 2004 to register 

GOOGLES EDUTAINMENT for “printed books and magazines featuring children’s stories, 

games and educational material” in Class 16 (Serial No. 76/591,386), and GOOGLES in 

standard characters for services that were ultimately amended to “providing information of 

interest to children at the specific request of end-users via global computer networks” in 

Class 42 (Serial No. 78/420,234).  The GOOGLES EDUTAINMENT application was 

published for opposition in October 2005, and Ganz did not oppose or otherwise object to it.  

After a lengthy opposition filed by Google Inc., a notice of allowance issued in June 2009, but 

the application was deemed abandoned in January 2010 for failure to file a statement of use.  

The GOOGLES application was suspended and then deemed abandoned in October 2011, 

before publication, for failure to respond to a suspension inquiry.  Ganz also did not object to 

that application.  Dunwoody Decl.  Ex. E. 

Silvers assigned all his rights to the GOOGLES-related intellectual property, including 

the GOOGLES marks and www.googles.com, to Stelor Productions in February 2007.  Garchik 

Decl.¶ 6; Dunwoody Decl. Ex. D.  As a result of Stelor Productions’ bankruptcy in October 

2009, all of its intellectual property assets were assigned in August 2011 to SJM’s President, 

Stephen J. Garchik, in his capacity of trustee for a group of Stelor Productions’ creditors.  

Garchik Decl. ¶ 7; File History of U.S. App. Serial No. 86/052,534, Response to Office Action 

2/1/2016.  Mr. Garchik later assigned the GOOGLES marks and related intellectual property to 

SJM, their current owner.  Id. 
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Throughout these transfers of the rights to the mark, educational and entertainment 

services have continued on www.googles.com under the GOOGLES mark to this day, except 

for a brief interruption from early 2014 to early 2015.  Garchik Decl. ¶ 8-9 and Exs. A, B. 

Ganz has long been aware of the use of the GOOGLES mark on www.googles.com in 

connection with online educational and entertainment services for children.  The Coexistence 

Agreement mentions the <googles.com> domain in Section 2.1(e), and Ganz certainly had the 

ability to view the content at that site before it signed the agreement in March 2001.  In 

addition, an internal Ganz email from October 2006 shows that the company’s Creative 

Director, Karl Borst, was aware of pages from the www.googles.com site and from Stelor 

Productions’ website showing use of GOOGLES as a word mark in connection with online 

educational and entertainment services for children.  Dunwoody Decl. ¶ 9 and Exs. F (answer 

to Interrogatory No. 2), G, H.    

As far as SJM is aware, after Ganz entered into the Coexistence Agreement it did not 

complain about use of GOOGLES by Silvers and his successors until June 2016, shortly before 

it filed the first of these two oppositions.  Garchik Decl. ¶ 11.   

C. Ganz’s Rights in GOOGLES 

After entry into the Coexistence Agreement, Ganz obtained U.S. Trademark Reg. 

No. 2,554,518 for GOOGLES, and continued using the mark as the name of a plush toy in the 

shape of a duck or platypus, one of the many plush toys it sells.  Not until June 2006 did Ganz 

expand its use somewhat, when it began using “Googles” as the name of one of the hundreds of 

pet characters that appear in Webkinz, an online virtual world that Ganz offers for children.  

Dunwoody Decl. Ex. F (answer to Interrogatory No. 5), Ex. I.1  Since then Ganz has released a 

few other pets in Webkinz with “Googles” in their names and has released a song, an online 

game, and a short online video about the “Googles” Webkinz character.  Id. Ex. F (answer to 

Interrogatory No. 5). 

1 Ganz’s answer to Interrogatory No. 5 shows that until the “Webkinz release” of the Googles character in 
June 2006, Ganz’s only use was for a plush toy.  Dunwoody Decl. Ex. I includes a page from Ganz’s Webkinz site 
stating that there are “hundreds of pets” to play with on Webkinz. 
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D. SJM’s Pending Applications for GOOGLES 

The applications at issue in this proceeding (the “Applications”) were filed under Section 

2(b) for the mark GOOGLES in standard characters.  They claim (1) “Educational and 

entertainment services, namely, a continuing program about animated characters accessible by 

means of radio, television, satellite, audio, video, web-based applications, mobile phone 

applications and computer networks” in Class 41 (U.S. Application Ser. No. 86/052,534) and 

(2) “Digital media, namely, pre-recorded DVDs, downloadable audio and video recordings, and 

CDs featuring and promoting games and animated characters” in Class 9 and “Wearable 

garments and clothing, namely, shirts” in Class 25 (U.S. Application Ser. No. 86/053,370). 

II. THE COEXISTENCE AGREEMENT ESTOPS GANZ FROM OPPOSING 
SJM’S APPLICATIONS 

The Coexistence Agreement estops Ganz from opposing SJM’s Applications because it 

permits SJM to make the uses of the GOOGLES mark that it seeks to register, and SJM’s right 

to use carries with it the right to register. 

A. The Coexistence Agreement Allows SJM to Use GOOGLES in Connection 
with the Goods and Services Claimed in SJM’s Applications 

The plain language of the Coexistence Agreement allows SJM to use GOOGLES in 

connection with the goods and services claimed in SJM’s Applications, and the parties’ course 

of performance under the Coexistence Agreement confirms this interpretation. 

1. The Plain Language of the Coexistence Agreement Allows SJM to 
Use GOOGLES Consistent with the SJM Applications 

The Coexistence Agreement allows Silvers (and thus SJM, his successor) to make broad 

use of GOOGLES, while also imposing some restrictions on that use, largely in connection 

with plush toys.  The parties agree that the Board should interpret the agreement as a matter of 

law based on its objective words and not the subjective intention of the parties.  Novamedix Ltd. 

v. NDM Acquisition Corp., 166 F.3d 1177, 1180, 49 U.S.P.Q.2d 1613, 1616 (Fed. Cir. 1999).   

The Coexistence Agreement imposes the following restrictions on plush toys: 

�x Silvers shall not manufacture, distribute, market or sell any characters that 

resemble Ganz’s current line of plush toys, or plush toys that Ganz may add to the GOOGLES 
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line in the future.  Id. § 2.1(c).  This prohibits use of GOOGLES on such products, since if 

Silvers may not sell them he certainly cannot use GOOGLES or any other mark on them.   

�x Silvers shall abandon his ’007 Application to register the GOOGLES and 

Design Mark,2  in connection with plush toys, and shall not seek to register GOOGLES at 

either the federal or the state level for plush toys.  This is the only term in the Coexistence 

Agreement that restricts SJM’s ability register a GOOGLES mark.  Coexistence Agm. § 2.1(a).   

�x Ganz shall not manufacture, distribute, market or sell any characters that 

resemble either Silvers’ current line of plush toy aliens for his character known as “Googles,” 

or alien-themed plush toys that Silvers may add to the alien line in the future.  Id. § 2.3(a).  This 

amounts to a prohibition against Ganz using GOOGLES in connection with the products that it 

may not make and sell.   

Outside the area of plush toys, the Coexistence Agreement grants Silvers extensive 

rights to use GOOGLES as a mark including in connection with the goods and services claimed 

in the SJM Applications: 

�x Explicitly recognizing both Silvers’ existing rights in GOOGLES marks for 

goods other than plush toys, and the rights he may later acquire in GOOGLES marks, the 

Coexistence Agreement directs that “Silvers will not abandon any other “Googles” marks he 

holds or will hold in the future that relate to goods other than plush toys.”  Coexistence Agm.

§ 2.1(a).   

�x Silvers may use the word GOOGLES “on or in connection with any product, 

image or character” if he also uses in some manner the extraterrestrial character depicted in 

Exhibit A to the Agreement.3 Id .§ 2.1(b).  This provision allows use beyond the GOOGLES 

and Design Mark, and does not require integrating the word GOOGLES and the extraterrestrial 

character into a unitary design like the GOOGLES and Design Mark. 

2 The Coexistence Agreement calls this “Silvers’ Mark”.   
3 The Coexistence Agreement forbids Silvers to use the word GOOGLES without also using the character in 
Exhibit A, thus permitting use of the word GOOGLES with the character. 
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�x On anything other than a plush toy, Silvers may use the word GOOGLES, even 

without the extraterrestrial character of Exhibit A, if there is no room to use the design portion 

of the GOOGLES and Design Mark.  Id. § 2.1(b).   

�x Silvers may use the GOOGLES and Design Mark for any goods so long as that 

mark is used in its entirety, “except as set forth herein,” i.e. except with goods that the 

Coexistence Agreement bars Silvers from selling—characters that resemble plush toys in 

Ganz’s current product line or that may be added to the GOOGLES line in the future.4 Id. 

§ 2.1(d).   

�x Silvers may continue to use “The Googles Family,” “The Googles from Goo,” 

and “Googles.com.” Id. § 2.1(e) 

�x Silvers may use GOOGLES “for purposes such as titles to books, movies, 

features, music, music titles and web sites relating to the alien-themed property.”  Id.

The Coexistence Agreement also gives Ganz broad rights in connection with goods and 

services other than plush toys, granting it “the unlimited right to use and register the mark 

‘GOOGLES’ on any and all goods and services,” but subject to the proviso that such use or 

registration be “otherwise in accordance with this Agreement.”  Id. § 2.3(b).   

* * * 

The plain language of the Coexistence Agreement thus permits SJM to use the 

GOOGLES mark with the goods and services for which SJM seeks to register it—a program 

about animated characters accessible by a number of means including on web-based 

applications; downloadable audio and video recordings and CDs featuring and promoting 

games and animated characters; and t-shirts.  Moreover, it permits SJM to use GOOGLES 

either in the form of the GOOGLES and Design Mark, see id. Section 2.1(d), or as a word mark 

in compliance with the requirements of Sections 2.1(b) and (e). 

4 This is the meaning of the statement in Section 2.1(d) that Silvers has this right “as long as the Silvers’ Mark is 
used with the design logo and not just the word mark “Googles.” 
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2. The Parties’ Course of Performance Under the Coexistence 
Agreement Confirms SJM’s Interpretation 

The parties’ performance of the Coexistence Agreement confirms this interpretation.  

Silvers and his successors continued to use GOOGLES as a word mark on www.googles.com

after the Coexistence Agreement was executed.  Ganz was aware of this use and did not object 

to it. 

How the parties perform under an agreement is a fundamental aid for interpreting the 

agreement.  “Generally speaking, the practical interpretation of a contract by the parties to it for 

any considerable period of time before it comes to be the subject of controversy is deemed of 

great, if not controlling, influence.”  Old Colony Trust Co. v. City of Omaha, 230 U.S. 100, 118 

(1913).  Accord, Restatement (Second) of Contracts § 202(4) (a “course of performance 

accepted or acquiesced in without objection” is given “great weight” in interpreting an 

agreement that has “repeated occasions for performance by either party with knowledge of the 

nature of the performance and opportunity for objection to it by the other”).  

This rule is used in interpreting an unambiguous agreement to “determin[e] what 

meanings are reasonably possible” and “choos[e] among possible meanings.”  Restatement 

(Second) of Contracts § 202(4) cmt. a.  There is no requirement that the agreement be deemed 

ambiguous before the rule may be applied.  Id.  But of course the rule may apply to an 

ambiguous agreement too.  Metro. Area Transit, Inc. v. Nicholson, 463 F.3d 1256, 1260 (Fed. 

Cir. 2006) (finding course of performance “highly relevant” to interpreting an ambiguous 

contract, and quoting and applying Restatement (Second) of Contracts § 202(4)).

The parties’ performance under the Coexistence Agreement confirms that it gave 

Silvers and his successors the right to use the GOOGLES mark in connection with the goods 

and services claimed in SJM’s Applications. 

Around the time the Coexistence Agreement was executed, Silvers was using 

GOOGLES as a word mark on his licensee’s website www.funwithscience.com for stories, 

song lyrics, a cartoon, and recorded music.  Dunwoody Decl. ¶ 4 and Ex. C.  These online 

entertainment and media services continued after the March 2001 execution of the Coexistence 
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Agreement, offered on the www.googles.com website by Silvers’ licensee (and later assignee) 

Stelor Productions.  Id.; Garchik Decl. ¶ 8-9 and Exs. A, B.    

Ganz cannot dispute it was aware of the use of GOOGLES in connection with online 

entertainment at www.googles.com.  In October 2006, an internal Ganz email forwarded two 

webpages from www.googles.com to Karl Borst, the company’s Creative Director.  Dunwoody 

Decl. ¶¶ 9-10 and Ex. G-H. Those pages showed online services including music, 

entertainment, and games offered in connection with GOOGLES used as a word mark and not 

as the GOOGLES and Design Mark.  The same email also forwarded Mr. Borst a webpage 

from Stelor Productions’ website, likewise showing that music, entertainment and online 

videos were being offered under the GOOGLES mark.  Id. 

Ganz never objected to the widespread use of the GOOGLES mark in connection with 

online music, games and videos on www.googles.com until shortly before filing the first of 

these two consolidated oppositions.  Garchik Decl. ¶ 11. 

This course of performance confirms that proper interpretation of the plain language of 

the Coexistence Agreement is that it permits SJM to use GOOGLES as a word mark for goods 

other than plush toys, including those claimed in SJM’s Applications.  

B. Because the Applications are Consistent with and Permitted by the 
Coexistence Agreement, Ganz’s Opposition is Barred by Contractual 
Estoppel 

Far from barring the Applications, the Coexistence Agreement permits SJM to use 

GOOGLES in connection with the goods and services claimed in SJM’s Applications, both as 

part of the GOOGLES and Design Mark and as a word mark by itself.  The Coexistence 

Agreement therefore estops Ganz from opposing SJM’s Applications, and summary judgment 

dismissing these oppositions should be entered.   

1. Because the Coexistence Agreement Permits SJM to Use 
GOOGLES, It Estops Ganz from Opposing Registrations Covering 
that Use 

This Board’s reviewing courts have long enforced agreements between the parties to an 

opposition or cancellation regarding use and registration of the involved mark.  In Danskin, Inc. 
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v. Dan River Inc., 498 F.2d 1386, 182 U.S.P.Q. 370 (C.C.P.A. 1974), for example, the court 

upheld the Board’s determination that a settlement agreement between the parties both allowed 

the applicant to use the applied-for mark and barred the opposer from objecting.  Similarly, in 

Richdel, Inc. v. Matthews Co., 190 U.S.P.Q. 37 (TTAB 1976), a bare-bones coexistence 

agreement gave applicant the right to use the mark at issue but was silent on registration.  The 

Board held the agreement estopped the opposer from objecting to registration, noting a 

“fundamental principle” that registration is “concomitant” with “a party’s common law rights 

to the use of a mark,” unless otherwise precluded by statute.  The Board dismissed as “naiveté” 

the opposer’s assertion that it hadn’t contemplated that the applicant would seek to register the 

mark in addition to using it.  190 U.S.P.Q at 42.  Accord, North Carolina State Univ. v. Loyola 

Univ. New Orleans, No. 91221147, 2015 WL 9906665 (TTAB Sept. 30, 2015); Marie Claire 

Album, S.A. v. Bata Brands S.A.R.L., No. 9205223, 2011 WL 5600327 (TTAB Oct. 25, 2011); 

Ron Cauldwell Jewelry, Inc., v. Clothestime Clothes, Inc., 63 U.S.P.Q.2d 2009 (TTAB 2002).   

Since the Coexistence Agreement allows SJM to use GOOGLES as a word mark, SJM 

may register it.  Ganz’s arguments to the contrary do not allow it to escape estoppel.   

2. Ganz’s Arguments for Estoppel in its Favor Fail 

Ganz’s efforts to avoid estoppel and to use the Coexistence Agreement to estop SJM 

fail. 
a. The Coexistence Agreement Does Not Preclude SJM from 

Registering GOOGLES in Standard Characters 

Contrary to Ganz’s contention, nothing in the Coexistence Agreement precludes SJM 

from registering GOOGLES in standard character form. 

First, it is clear that SJM may use GOOGLES as a word mark.  Ganz’s assertion that 

except for “narrow exceptions” SJM may use GOOGLES only in the form of the GOOGLES 

and Design Mark simply ignores the plain language of the Coexistence Agreement.  As 

demonstrated above, that wishful interpretation is contrary to both the plain language of the 

Coexistence Agreement and the parties’ subsequent course of performance.  Notably, Ganz 

fails to quote or respond to the first sentence of Section 2.1(b), “Silvers shall not use the 
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GOOGLES word on or in connection with any product, image or character without also using 

the character depicted in Exhibit A to this Agreement.”  The clear import of this language is 

that SJM may use the GOOGLES word on or in connection with any product, image or 

character if it also in some way uses the character depicted in Exhibit A.  Section 2.1(b) does 

not require use of the GOOGLES and Design Mark, nor does it require that the word 

GOOGLES and the character be integrated into a unitary design.  But in any event, ignoring the 

language of Section 2.1(b) does not help Ganz, for it concedes there are at least “narrow 

exceptions” that permit SJM to use GOOGLES purely as a word mark.  Mot. at 7 n.1.  While 

the parties disagree on the extent of SJM’s right to use GOOGLES as a word mark, there is no 

dispute that it may make some use as a word mark, and SJM should be allowed to register 

GOOGLES in standard character form to protect that use.   

Second, Ganz concedes, as it must, that the Coexistence Agreement permits SJM to use 

the GOOGLES and Design Mark.  SJM therefore should be permitted to register GOOGLES in 

standard characters so that it will enjoy the broadest protection against infringement of the 

GOOGLES element of the GOOGLES and Design Mark.  “The paradox of trademark 

registration is that the less that is registered, the greater the scope of protection afforded. . . . 

The more that is shown in the registration, the smaller is the spectrum of possible marks that 

are confusingly similar to the whole assemblage shown in the registration.”  3 McCarthy on 

Trademarks & Unfair Competition § 19:60 (2017).  Registration in standard characters will 

help SJM forestall an infringer who uses a word mark that is similar in spelling or sound to 

GOOGLES from attempting to argue that his mark is not confusingly similar because it lacks 

the design element of the GOOGLES and Design Mark.   

Third, Ganz is simply wrong in its argument that registering GOOGLES in standard 

characters would require SJM to use GOOGLES solely as a word mark in order to submit valid 

specimens of use.  Even if the Coexistence Agreement restricted SJM’s use to the GOOGLES 

and Design Mark and forbade use as a word mark (and Ganz concedes it does not), the PTO 

would accept specimens showing use of the GOOGLES and Design Mark to register 
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GOOGLES in standard characters.  Because an applicant may seek to register any portion of a 

composite mark that presents a separate and distinct commercial impression, In re Ontario Ltd., 

81 U.S.P.Q.2d 1146 (T.T.A.B. 2006), a mark shown in a standard character drawing “does not 

necessarily have to appear in the same font style, size, or color as the mark shown on the 

specimen of use.”  TMEP § 807.03(e).  A standard-characters registration “is not limited to any 

particular depiction of the mark;” rather, rights in such a registration “reside in the wording . . . 

and not in any particular display.” TMEP § 1207.01(c)(iii); see also Cunningham v. Laser Golf 

Corp., 222 F.3d 943, 950, 55 U.S.P.Q.2d 1842, 1847 (Fed. Cir. 2000).  

When the time comes for SJM to file a statement of use for the Applications, therefore, 

the PTO would accept a specimen showing use of the GOOGLES and Design Mark and would 

not deem the standard-characters drawing a mutilation of the design mark shown in the 

specimen.  See TMEP § 807.12(d).  For example, in In re Big Pig, Inc., 81 U.S.P.Q.2d 1436 

(TTAB 2006), the Board held that the drawing of PSYCHO in standard characters was not a 

mutilation of the mark in actual use as shown in the specimen, which featured significant 

additional wording and design elements, because the term “PSYCHO” stood out and thus 

created a separate commercial impression from the remainder of the specimen.  Here too the 

dominant term GOOGLES stands out and creates a separate commercial impression apart from 

the design element of the GOOGLES and Design Mark.  Cf. In re Yale Sportswear Corp., 88 

U.S.P.Q.2d 1121 (TTAB 2008) (“UPPER 90” did not create a separate and distinct commercial 

impression apart from the “UPPER 90°” shown on the specimen because the degree symbol 

significantly altered the potential meaning of the mark); but see In re Mango Records, 189 

U.S.P.Q 126 (TTAB 1975).  SJM thus may support its standard-character Applications with 

specimens showing use of the GOOGLES and Design Mark. 

b. Ganz’s Accusations of Breach of the Coexistence Agreement 
Are Irrelevant 

Ganz’s allegation that SJM’s use of GOOGLES on its website and on t-shirts violates 

the Coexistence Agreement, Mot. at 8, is irrelevant to the issues before the Board.  Even if SJM 
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were in breach, that would not change the fact that there are circumstances, discussed above, in 

which SJM may use GOOGLES as a word mark.  A breach by SJM of some restrictions in the 

Coexistence Agreement would not preclude it from obtaining a registration for the uses that the 

Coexistence Agreement does allow.  The Board may consider and enforce the Coexistence 

Agreement only as it pertains to SJM’s ability to register; “the proper tribunals in which to 

litigate a cause of action for enforcement or breach of the contract” are the courts, not this 

Board.  Selva & Sons, Inc. v. Nina Footwear, Inc., 705 F.2d 1316, 1324 (Fed. Cir. 1983).  See 

also North Carolina State Univ. v. Loyola Univ. New Orleans, No. 91221147, 2015 WL 

9906665 at*5 n.7 (TTAB Sept. 30, 2015) (“Should Applicant use the mark in the prohibited 

color, Opposer's recourse lies in federal district court, which has jurisdiction over issues of 

use.”); McDermott v. San Francisco Women’s Motorcycle Contingent, 81 U.S.P.Q.2d 1212, 

1216 (TTAB 2006) (Board has jurisdiction only over registration issues and “does not have 

authority to determine whether a party has engaged in criminal or civil wrongdoings”), aff’d, 

240 Fed. Appx. 865 (Fed. Cir. 2007); Pa. State Univ. v. Mag Instrument, Inc., No. 112703, 

2001 WL 630654, at *3 (TTAB June 6, 2001) (while a coexistence agreement “may be relevant 

and must be considered in Board proceedings,” there is no “separate cause of action for parties 

to allege independent breach of contract claims in Board proceedings.”).

c. Ganz’s Right to Use and Register Does Not Trump SJM’s 
Right to Use and Register 

Ganz’s repeated citation of its “unlimited right” to use and register GOOGLES under 

Section 2.3(b) of the Coexistence Agreement blithely ignores the remainder of that section, 

which qualifies that “unlimited” right with the proviso that such “use or registration” must be 

“otherwise in accordance with” the Coexistence Agreement.  Coexistence Agm. § 2.3(b) 

(emphasis added).  Ganz may not invoke its right to use and register GOOGLES to vitiate the 

rights that the Coexistence Agreement grants SJM to use GOOGLES, and SJM’s right to use 

carries with it the right to register.  Richdel, 190 U.S.P.Q. at 42.  Ganz’s position on this point 

is refuted by its repeated concession that SJM may use the GOOGLES and Design Mark, see 
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Mot. at 1, 2, 7, 12, 13, because that right to use carries with it the right to register the 

GOOGLES and Design Mark.  Richdel, 190 U.S.P.Q. at 42. But SJM’s registration of the 

GOOGLES and Design Mark would conflict with Ganz’s claimed “unlimited right” to use and 

register GOOGLES as much as registration of GOOGLES in standard characters would, 

because “GOOGLES” is the dominant portion of the design mark.  See TMEP § 1207.01(c)(iii) 

(“that an applied-for mark is presented in standard character form would not, by itself, be 

sufficient to distinguish it from a similar mark in special form.”); see also In re Mighty Leaf 

Tea, 601 F.3d 1342, 1347-48, 94 U.S.P.Q.2d 1257, 1260 (Fed. Cir. 2010) (“the presence of an 

additional term in the mark does not necessarily eliminate the likelihood of confusion if some 

terms are identical”).  Ganz’s “unlimited right to use and register” GOOGLES thus cannot 

restrict SJM from making and registering use of the mark as permitted by the Coexistence 

Agreement. 

The two cases Ganz cites in support of estoppel in its favor are readily distinguishable.  

In Bausch & Lomb Inc. v. Karl Storz GmbH & Co. KG, 87 U.S.P.Q.2d 1526 (TTAB 2008), the 

coexistence agreement allowed the applicant to use STORZ only in several specified forms; the 

mark applicant sought to register was not one of them.  Similarly, in Vaughn Russell Candy Co. 

v. Cookies in Bloom Inc., 47 U.S.P.Q.2d 1635 (TTAB 1998), the coexistence agreement 

expressly prohibited Applicant’s use of a portion of the applied-for mark.  Neither case presents 

facts like those here, where SJM does have rights to use the mark it seeks to register—

GOOGLES in standard characters—either alone or with the character in Exhibit A.  

III. GANZ’S FRAUD CLAIM 

If for some reason the Board does not grant summary judgment dismissing the entire 

opposition on the basis of contractual estoppel, the Board should at a minimum dismiss Ganz’s 

fraud claim because the undisputed facts demonstrate that Ganz cannot prove all elements of 

that claim by clear and convincing evidence. See Embarcadero Techs., Inc. v. Delphix Corp., 

117 U.S.P.Q.2d 1518, 1521 (T.T.A.B. 2016) (dismissing fraud claim on summary judgment for 

lack of evidence of fraudulent intent).  
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A. The Basis of Ganz’s Fraud Claim  

Ganz’s fraud claim rests on a single statement made by SJM’s former counsel, Greg 

Galloway, in response to the first Office Actions on each of the Applications. Notice of 

Opposition, ¶¶ 31-47.  In those Office Actions, the examining attorney issued a Section 2(d) 

refusal based in part on Ganz’s U.S. Reg. No. 2,554,518 for GOOGLE for plush toys.  

Galloway’s statement in response that Ganz claims constitutes fraud is: 

Upon information and belief, The Ganz Company no 
longer uses the subject mark and otherwise has made a 
pledge to Applicant not to use it. That pledge amounts to a 
consent agreement. Accordingly, there is no conflict or 
likelihood of confusion between Applicant's filing and U.S. 
Registration Number 2554518.  

No agreement or other evidence was submitted with this response.  See File Histories for 

Applications, Responses to Office Actions (June 16, 2014). 

B. There Is No Evidence, Let Alone Clear and Convincing Evidence, 
Establishing the Requisite Elements of Ganz’s Fraud Claim

Fraud in procuring a trademark registration occurs when an applicant knowingly makes 

false, material representations of fact in connection with its application with the intent to 

deceive the USPTO.  In re Bose Corp., 580 F.3d 1240, 1245, 91 U.S.P.Q.2d 1938, 1941 (Fed. 

Cir. 2009); Embarcadero Techs., 117 U.S.P.Q.2d at 1521.  The party alleging fraud “bears a 

heavy burden of proof.”  Bose, 580 F.3d at 1243, 91 U.S.P.Q.2d at 1939. The requisite 

elements of a fraud claim must be proven “to the hilt” by clear and convincing evidence.  Id.

“The standard of proof for a fraud claim is the rigorous clear-and-convincing standard, and it is 

strictly applied.” Am. Flange Mfg. Co., Inc. v. Rieke Corp., 80 U.S.P.Q.2d 1397, 1416, 

withdrawn on settlement 90 U.S.P.Q.2d 1127 (TTAB 2009).  There is no room for speculation, 

and, “obviously, any doubt must be resolved against the charging party.” Bose, 580 F.3d at 

1243, 91 U.S.P.Q.2d at 1939. 

To prevail on its fraud claim, therefore, Ganz must prove the following four essential 

elements of fraud by clear and convincing evidence:  (1)  Galloway’s June 16, 2014 statement 

of was false; (2) the representation was material to registrability of the GOOGLES mark; 
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(3) SJM knew Galloway’s representation was false; and (4)  Galloway or SJM made the 

representation with the intent to deceive the USPTO.  ShutEmDown Sports, Inc. v. Lacy, 102 

U.S.P.Q.2d 1036, 1044 (T.T.A.B. 2012).  There is an absence of evidence, let alone clear and 

convincing evidence, supporting three of these four elements.  Therefore, Ganz’s fraud claim 

fails as a matter of law and should be dismissed.  See Celotex Corp. v. Catrett, 477 U.S. 317, 

325 (1986) (party moving for summary judgment by “pointing out . . .  that there is an absence 

of evidence to support the nonmoving party’s case). 

1. The Undisputed Evidence Shows the Statement was Not Material to 
Registrability of the GOOGLES Mark 

Nothing in the June 16, 2014 statement was material to registrability of the GOOGLES 

mark.  First, the statement that Ganz “no longer uses the [GOOGLES] mark” was not material 

because a claim of non-use of a cited registration constitutes an impermissible collateral attack 

on the registration.  “During ex parte prosecution, an applicant will not be heard on matters that 

constitute a collateral attack on the cited registration (e.g., a registrant’s nonuse of the mark).”  

TMEP § 1207.01(d)(iv) (emphasis added) (citing cases). 

Second, the statement that Ganz “otherwise has made a pledge to Applicant not to use 

[the mark and t]hat pledge amounts to a consent agreement” was not material because the 

examining attorney could not consider a consent agreement unless a copy were submitted for 

her consideration, and SJM never gave her a copy of any agreement.  See TMEP 

§ 1207.01(d)(viii) (“[a]n applicant may submit a consent agreement in an attempt to overcome 

a refusal of registration under § 2(d) of the Act”) (emphasis added).  Indeed, the examining 

attorney’s next office action noted that no consent agreement had been submitted, and then 

recited the elements that would need to be addressed if one were submitted, all of which would 

require her to review the text of the consent agreement.  File Histories for Applications, Office 

Actions (July 5, 2014). 

The subsequent course of examination of the Applications confirms that neither 

statement was material to registrability.  The examining attorney did not withdraw the 
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Section 2(d) refusal based on invalidity of Ganz’s registration for non-use or based on a 

consent agreement.  Rather, she withdrew it based on straightforward likelihood of confusion 

arguments made by SJM in its final office action responses.  File Histories for Applications, 

Responses to Office Action (Feb. 1, 2016).  

2. There Is No Evidence that Galloway or SJM knew Galloway’s 
Statement Was False 

Ganz cannot come forward with any evidence showing that Galloway, or anyone at 

SJM, knew that his statement was false.  It is quite possible that Galloway was under the 

impression that Ganz was not using GOOGLES.  It is unlikely he was referring to Ganz’s 

Coexistence Agreement with Silvers because SJM did not yet have a copy of it.  Garchik Decl. 

¶ 10.  Galloway may have mistakenly had in mind not the Coexistence Agreement but rather a 

settlement agreement between Stelor Productions and Google, Inc., which was the subject of 

several later office actions and responses.  See, e.g., File History for ’370 Application, 

Responses to Office Action (Feb. 1, 2016; June 13, 2016).  In any event, there is no evidence 

on Galloway’s or SJM’s knowledge.

3. There is No Evidence of an Intent to Deceive the PTO 

“[I]ntent to deceive is an indispensable element of the analysis in a fraud claim.” 

Dragon Bleu (SARL) v. VENM, LLC, 112 U.S.P.Q.2d 1925, 1927 (TTAB 2014).  “[A]bsent the 

requisite intent to mislead the PTO, even a material misrepresentation would not qualify as 

fraud under the Lanham Act warranting cancellation.”  Bose, 580 F.3d at 1243.  The Federal 

Circuit distinguishes between allegations of mere “false” representations and “fraudulent” ones: 

“the latter involving an intent to deceive, whereas the former may be occasioned by a 

misunderstanding, an inadvertence, a mere negligent omission, or the like.”  Id.   The standard 

for finding intent to deceive thus is stricter than the standard for negligence or gross negligence.  

Embarcadero Techs., 117 U.S.P.Q.2d at 1521 (citing Bose).  

There is a complete absence of evidence of any intent to deceive, either by Galloway or 

by SJM. 
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* * * 

The Board should grant summary judgment dismissing the fraud claim for lack of proof. 

IV. CONCLUSION 

For the foregoing reasons, the Board should dismiss Ganz’s oppositions and allow the 

Applications to proceed to registration. 

DATED this 3rd day of November, 2017. 
Davis Wright Tremaine LLP 
Attorneys for SJM Partners, Inc. 

By /Stuart R. Dunwoody/ 
Stuart R. Dunwoody, WSBA #13948 
Alexander Montgomery, WSBA #48357 
1201 Third Avenue, Suite 2200 
Seattle, Washington 98101-3045 
Tel: 206-757-8034 
Fax: 206-757-7034 
Email: stuartdunwoody@dwt.com
Email: alexandermontgomery@dwt.com



19 
4850-1515-5027v.1 0105380-000004

CERTIFICATE OF SERVICE 

I hereby certify a true and complete copy of the foregoing APPLICANT’S CROSS-

MOTION FOR SUMMARY JUDGMENT AND OPPOSITION TO OPPOSER’S 

MOTION FOR PARTIAL SUMMARY JUDGMENT has been served on the Attorney of 

Record for Opposer by email, pursuant to Trademark Rule 2.119, on November 3, 2017: 

Deborah A. Wilcox 
Shannon V. McCue 
Suzanne Alton de Eraso 
Baker & Hostetler LLP 
Key Tower, Suite 2000 
127 Public Square 
Cleveland, OH 44114-1214 
smccue@bakerlaw.com
CLdocketing@bakerlaw.com

Date: November 3, 2017  /Stuart R. Dunwoody/  
Stuart R. Dunwoody 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

Ganz,

Opposer, 

v. 

SJM Partners, Inc., 

Applicant. 

Opposition No. 91229200 
Opposition No. 91232397 

DECLARATION OF STEPHEN 
J. GARCHIK ON CROSS-
MOTIONS FOR SUMMARY 
JUDGMENT 

I, Stephen J. Garchik, declare under penalty of perjury as follows: 

1. I am President of SJM Partners, Inc. (“SJM”), the Applicant in these consolidated 

opposition proceedings.   

2. SJM owns U.S. Trademark Registration No. 2,087,590 for the mark GOOGLES 

plus design, as follows: 

for children’s books in International Class 16.   

3. SJM also owns the two trademark applications that are the subject of this 

opposition, U.S. Trademark Applications Serial Nos. 86/052,534 and 86/053,370, for the mark 

GOOGLES for “Educational and entertainment services, namely, a continuing program about 

animated characters accessible by means of radio, television, satellite, audio, video, web-based 

applications, mobile phone applications and computer networks” in International Class 41 and 

for “Digital media, namely, pre-recorded DVDs, downloadable audio and video recordings, and 

CDs featuring and promoting games and animated characters” in International Class 9 and 

“Wearable garments and clothing, namely, shirts” in International Class 25, respectively. 
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OWNERSHIP OF GOOGLES BY SJM AND ITS PREDECESSORS 

4. I am familiar with the history of the ownership and use of SJM’s GOOGLES 

marks based on my current position as President of SJM, and on my former involvement with 

Stelor Productions, LLC (“Stelor Productions”), which was a former owner and user of the 

GOOGLES marks.  I first became aware of Stelor Productions in 2002 because my wife’s sister, 

Lori Esrig, and Lori’s then husband Steven Esrig, were principals of Stelor Productions.  I 

myself later became active in Stelor Productions.  In late 2006, I became a director of Stelor 

Productions.  In 2007, I became acting Chief Financial Officer of Stelor Productions.  I also 

made a loan to Stelor Productions.   

5. I understand that U.S. Trademark Registration No. 2,087,590 for GOOGLES plus 

design reflects that it was originally issued to The Googles Children’s Workshop, Inc., and that 

U.S. Patent and Trademark Records show that the registration was later assigned to Steven A. 

Silvers (“Silvers”), President of The Googles Children’s Workshop, Inc.   

6. Based on my involvement with Stelor Productions, I am aware that Silvers at first 

licensed his GOOGLES trademarks to Stelor Productions, and that he later granted an exclusive 

license to those trademarks and related intellectual property to Stelor Productions.  Silvers later 

assigned to Stelor Productions all his rights and interest in the GOOGLES trademarks and related 

intellectual property.   

7. SJM acquired the GOOGLES trademarks and related intellectual property from 

Stelor Productions as a result of Stelor Productions’ default on a loan that a group of lenders, 

including myself, had made to it.  As security for that loan, Stelor Productions granted me, as 

trustee for the group of lenders, a security interest in all its intellectual property assets, including 

its trademarks and internet domains.  Those trademarks and domains included GOOGLES and 

<googles.com>.  Stelor Productions went into Chapter 11 bankruptcy in October 2009 and 

defaulted on the loan.  After Stelor Productions’ bankruptcy was converted to a Chapter 7 

bankruptcy in May 2011, I as trustee enforced the security interest in its intellectual property 
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assets.  As a result, in August 2011 all of Stelor Productions’ intellectual property assets were 

assigned to me as trustee, including its interest in various registrations and applications for the 

GOOGLES mark, and the www.googles.com domain.  In January 2013 I assigned to SJM the 

intellectual property rights and internet domains that had been assigned to me by Stelor 

Productions.   

USE OF GOOGLES BY STELOR AND SJM 

8. Based on my personal knowledge, I can say that Stelor Productions was offering 

online educational and entertainment services for children in connection with the GOOGLES 

mark at least as early as 2002.  Stelor Productions offered these services through the 

www.googles.com website.  Use of the GOOGLES mark on the www.googles.com website since 

as early as July 26, 2002 is illustrated by Exhibit A to this Declaration.  I recognize the web 

pages in Exhibit A as representative of the use of the GOOGLES trademark that was made on 

the www.googles.com website.  I understand that all webpages in Exhibit A are archived 

versions of pages from the www.googles.com website that were retrieved from the Internet 

Archive, www.archive.org.  Exhibit B to this Declaration contains representative screenshots of  

the webpage and embedded children’s entertainment video content that currently appears on 

www.googles.com.   

9. Based on these records and my recollection, I can say that except for a brief 

interruption from about early 2014 through early 2015, the GOOGLES mark has consistently 

been used in connection with online entertainment for children at www.googles.com.  Stelor 

Productions continued offering online entertainment under the GOOGLES mark at 

www.googles.com during its bankruptcy, and I and then continued that offering after Stelor 

Productions assigned the GOOGLES mark, the <googles.com> domain, and related intellectual 

property to me, and I assigned it to SJM.  The brief interruption in use of the GOOGLES mark in 

connection with online entertainment for children on the www.googles.com website in 2014 and 
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CERTIFICATE OF SERVICE 

I hereby certify a true and complete copy of the foregoing DECLARATION OF 

STEPHEN J. GARCHIK ON CROSS-MOTIONS FOR SUMMARY JUDGMENT has been 

served on the Attorney of Record for Opposer by email, pursuant to Trademark Rule 2.119, on 

November 3, 2017: 

Deborah A. Wilcox 
Shannon V. McCue 
Baker & Hostetler LLP 
Key Tower, Suite 2000 
127 Public Square 
Cleveland, OH 44114-1214 
smccue@bakerlaw.com
CLdocketing@bakerlaw.com

Date:  November 3, 2017 /Stuart R. Dunwoody/ 
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